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DETAILED ACTION 
Claim Interpretation 

For purposes of further examination, the limitation "microgram atoms" of instant claims 
1 1 and 12 have been interpreted to mean or be equivalent to micromoles. The Examiner notes 
that while the term microgram atoms is not incorrect, it is not as widely used as the more familiar 
term micromoles. 

Claim Objections 

Claims 11,13 and 17 are objected to because of the presence of underlined text. 
Appropriate correction is required. 

Claim 13 is objected to because of the following informalities: the limitation "with or 
without Tt participation" does not appear to further limit what ligand(s) L may be. Either a ligand 
allows for Tr-participation or it does not. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 16-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Specifically, claim 16 recites the limitations "POS A' or A" " in line 5 and "B' or 
B" " in line 6. There is insufficient antecedent basis these limitations in the claim. Claims 16-19 
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are further rejected because the limitation "in a final stage 3" is not defined. For purposes of 
suggestion, the final 3 lines of instant claim 16 does not appear to further limit the process of 
instant claim 16 and could be removed. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1 1 and 13-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dalbe et al. (WO-2002/083778). For convenience, an English translation of this publication 
provided by the McElroy Translation Company will be relied upon. All citations incorporated 
herein refer to the English translation. 
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Claims 1 land 14-15: Dalbe et al. teaches a single-component polyorganosiloxane 
composition which is substantially equivalent to instant claim 1 1 . Specifically, Dalbe et al. 
teaches that the composition comprises a polysiloxane which satisfies the structural and physical 
limitations of formula I of instant claim 1 1 (pages 9-10), a polyorganosiloxane resin which may 
be incorporated in the claimed amounts of instant claim 11 (p. 10), a crosslinking agent which 
satisfies the structural limitations of formula (II) of instant claim 11 (p. 10), a functionalization 
catalyst (bottom of p. 18-top of p. 19), a primary aliphatic alcohol (p. 22), at least one unreactive 
linear polysiloxane which satisfies the structural limitations of formula (III) of instant claim 1 1 
(bottom of p. 10), at least one inorganic filler (p. 1 1), an auxiliary agent (p. 1 1). Dalbe et al. 
therefore explicitly teaches components (i)-(8i) of instant claim 1 1 . 

Dalbe et al. further teaches that an effective amount of component (9i) of instant claim 1 1 
is added to the composition. With regards to parameters a and y, Dalbe et al. teaches that the 
crosslinking/curing catalyst may be chosen from titanium organic complexes (Ml of instant 
claim 1 1), or metal salts, particularly metal carboxylates of tin, zinc, iron, lead, barium, 
manganese, zirconium, and mixtures thereof (M2 of instant claim 1 1) (p. 11; bottom of p. 13 -top 
of p. 14; top of p. 22). More specifically, Dalbe et al. further teaches that the 
crosslinking/hardening catalyst consists of a metal carboxylate, including zinc octoate (Ml of 
instant claim 11) (top of p. 22) and/or a titanium organic derivative (M2 of instant claim 11) (top 
of p. 14). While Dalbe et al. does not explicitly teach ratios of Ml and M2 which may be 
employed, the teaching of "and/or" by Dalbe et al. does suggest to a person having ordinary skill 
in the art that a mixture of the metal carboxylate catalysts and titanium catalysts can be added 
together. The most obvious ratio which would be immediately envisaged would be a mixture of 
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zinc octoate and an organic titanium derivative in a 1 : 1 ratio. Further, the range of instant claim 
1 1 of from 5 to 95% is so broad that nearly any selection of a catalyst mixture would encompass 
this range. Therefore, parameters a and y are effectively taught by Dalbe et al. Further, a person 
having ordinary skill in the art would have been motivated to adjust the ratios of curing catalysts 
Ml and M2 in order to optimize the final properties of the composition, in Ught of the teachings 
of Dalbe et al. 

With regards to parameter P, Dalbe et al. teaches that the catalyst can be added in a 
suitable amount, and further teaches this amount can be from 0.3-5 parts by weight based on the 
total number of parts of the composition. It is unclear whether Dalbe et al. explicitly teaches 
parameter p because of the number of variables that must be considered when comparing Dalbe 
et al. to instant claim 1 1 . Specifically, the total parts of the compositions of Dalbe can be as low 
as ~ 105 total parts up to ~260 parts by weight (p. 22) which can have a large effect on the total 
parts by weight of catalyst. Further, Dalbe et al. teaches several catalysts which can have 
molecular weights as low as 171 (for example Ti(0Me)4) up to above 1000 [for example 
Ti[(OCH2CH2)20Ci2H25]4]; this range of catalyst molecular weight will also have a significant 
effect of the total amount of catalyst that is added on a microgram.atom (micromole) basis. 
While Dalbe et al. does not clearly teach that the catalyst system can be employed in the manner 
presented by parameter P, the amount of added catalyst is a result-effective variable. The courts 
have stated that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable ranges involves only routine skill in the art (i.e., does not require undue 
experimentation). In re Aller, 105 USPQ 233. "Discovering an optimum value of a result 
effective variable involves only routine skill in the art." In re Boesch, 617 F.2d 272, 205 USPQ 
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215 (CCPA 1980). Note too MPEP 2144.05 which states that "differences in concentration or 
temperature will not support the patentability of subject matter encompassed by the prior art 
unless there is evidence indicating such concentration or temperature is critical". In the instant 
case, a person having ordinary skill in the art would have found it obvious to adjust the amount 
of the catalyst system as taught by Dalbe et al. and would have been motivated to do so in order 
to optimize the composition in terms of both economy (titanium catalysts are expensive for 
example) and optimization of the final physical properties. 

Claim 13: Dalbe et al. fiirther teaches that Ml can have the structural limitations of 
formula (V) of instant claim 13 and M2 can have the structural limitations of formulae (VI) and 
(VII) of instant claim 13 (pages 14, 21-22 and 35). 

Claim 16: Dalbe et al. explicitly teaches that process for the preparation of the single 
component composition of instant claim 1 1 following the process of instant claim 16 (pages 28, 
preparation E). 

Claims 17-18: Dalbe et al. further teaches that the hydroxylated precursor of instant 
claims 17 and 18 (p. 12 and p. 28, preparation E). 

Claim 19: Dalbe et al. fiirther teaches the fimctionalization catalysts of instant claim 19 
(top of p. 19 and p. 28, preparation E). 

Claim 20: Dalbe et al. teaches a non-yellowing elastomner composition capable of 
adhering to various substrates (p. 31). 
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Allowable Subject Matter 

Claim 12 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. Specifically, Dalbe et al., which is believed to be the closest prior art 
reference, does not explicitly teach a binary curing catalyst system wherein parameter y falls in 
the range of instant claim 12 (10-45%). It is believed that such a ratio would have been 
unobvious to a person having ordinary skill in the art given only the teaching that a mixture of 
two catalysts may be employed. 

Relevant Art Cited 

The prior art made of record and not relied upon but is considered pertinent to applicants 
disclosure can be found on the attached PTO-892 form. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Loewe whose telephone number is (571) 270-3298. The 
examiner can normally be reached on Monday through Friday from 5:30 AM to 3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. L./ 

Examiner, Art Unit 1796 
ll-Jan-08 



/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



